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used and disclosed for the purposes outlined and may be disclosed to our employees, contractors or service 

providers and to other Commonwealth government departments or agencies in accordance with the purposes 

outlined. Information will not be disclosed to any other third parties without your consent, unless required by law. 
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http://creativecommons.org/licenses/by/4.0/
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http://www.business.gov.au/IPToolkit
http://www.industry.gov.au/Pages/PrivacyPolicy.aspx
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3 

Contents 

Guide  ....................................................................................................................................... 4 

Getting started ............................................................................................................................... 4 

Purpose and scope ........................................................................................................................ 4 

Who the IP Toolkit is for ................................................................................................................ 5 

Why and how to collaborate? ........................................................................................................ 6 

IP and the overall approach........................................................................................................... 7 

Case studies and scenarios ........................................................................................................ 11 

Commercialisation and IP scenarios ........................................................................................... 17 

Designing a collaboration ............................................................................................................ 19 

Key concepts ............................................................................................................................... 19 

Tips for collaboration ................................................................................................................... 20 

Other elements of the IP Toolkit .................................................................................................. 30 

Attachments ................................................................................................................................. 31 

Attachment 1 ï Intellectual property explained ........................................................................... 31 

Attachment 2 ï Useful additional resources ................................................................................ 35 

Endnotes  ..................................................................................................................................... 37 

 

 

  



 

4 

Guide 

Getting started 

Purpose and scope 

The Australian IP Toolkit for Collaboration (the IP Toolkit) assists businesses, researchers and 

research organisations with their collaborations. It is designed to simplify and improve the use and 

management of what is often one of the most valuable outputs of collaboration, intellectual 

property (IP). 

The IP Toolkit is only intended as a guide and is not legal advice: you should seek your own legal 

advice as required. When collaborating, there is no one-size-fits-all solution to IP and each 

collaborative project is different.  

The IP Toolkit has three parts: 

1. guides  

2. model tools, and  

3. model contracts.  

Together they provide a framework for collaboration, and can simplify and add value to research and 

business collaborations by:  

¶ reducing costs to all parties 

¶ increasing the effectiveness of collaboration  

¶ strengthening relationships for ongoing collaboration  

¶ avoiding unnecessary delays, and 

¶ improving translation of research into commercial outcomes.  

Importantly, the tools and model contracts can be used as a neutral starting point on the use of 

collaboration output.  

Structure and use of the IP Toolkit 

The structure and use of the IP Toolkit is explained by Diagram 1. . 

This guide is the first of three parts of the IP Toolkit. The second part of the IP Toolkit ï 

Considerations Checklists, a Model Confidentiality Agreement and a Model Term Sheet ï are 

available as consolidated or separate downloads. The third part of the IP Toolkit ï the model contracts 

ï are separate downloads. All are available at www.business.gov.au/IPToolkit. 

The checkboxes below indicate the recommended order of use of the IP Toolkit. Note that any 

element of the IP Toolkit can be used independently (e.g. a model contract). 

The IP Toolkit information and tools are designed for collaborations of around $100,000 or more. The 

Mini IP Toolkit documents are designed for lower value and/or less complex collaborations. 

http://www.business.gov.au/IPToolkit
http://www.business.gov.au/IPToolkit
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There are typically three downloads needed to use the IP Toolkit: 

1. the IP Toolkit Guide or the Mini IP Toolkit Guide,  

2. the IP Toolkit Tools or the Mini IP Toolkit Tools, and 

3. the IP Toolkit Model Contract or the Mini IP Toolkit Contract. 

The IP Toolkit also includes other attachments which explain IP (Attachment 1) and links to useful 

resources for further information (Attachment 2).  

Who the IP Toolkit is for  

The IP Toolkit is primarily designed for businesses, in particular small to medium sized enterprises 

(SMEs), and publicly funded research organisations (and individual researchers) intending to 

undertake collaborative ventures. Government agencies may also elect to use the IP Toolkit model 

contracts if it is appropriate for their purposes.  

For the purposes of the IP Toolkit: 

¶ collaboration is defined as the action of working with someone or an organisation to develop 

something.1 (Collaborations can involve two or more parties that usually work together on a 

project), and 
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¶ research is defined as experimental and/or theoretical work to acquire new knowledge, 

achieve an outlined objective, address a constraint or problem, or substantially improve or 

produce new products, systems or services.2 

At the outset, it is helpful to consider that the outcomes of research are not necessarily guaranteed 

and, despite the best efforts of all involved, the research purpose(s) may not be achieved. The IP 

Toolkit can assist in maximising a successful research collaboration, but successful research is not 

guaranteed. 

Why and how to collaborate? 

Collaboration can provide benefits for both businesses and researchers:  

¶ Businesses can benefit from collaboration through translating business needs, concepts and 

ideas into fit-for-purpose products, processes and services for improving market 

competitiveness and growth. They can also benefit from a raised company profile, and the 

potential for increased profit based on a competitive advantage.  

¶ Researchers can benefit from collaboration through advancing knowledge, attracting funding 

support and increasing publications.3 Collaboration can also result in improvement of 

methodologies, enhanced multi-disciplinary collaborations between researchers, identifying 

opportunities for future research, and raising the profile of the researchersô institution(s). 

Five steps for successful collaboration  

1. Prepare ï know your domestic and international markets:  

¶ identify opportunities and technology market gaps (are there lessons locally or from 

overseas?) 

¶ determine if you are ready to collaborate, and 

¶ use any available networks and services, including those provided by business and research 

associations, to assist.  

2. Collaborate ï decide whether collaboration could be valuable for you. For example: 

¶ consider if your innovation can be realised more effectively with a collaborating party 

¶ for businesses - How much would fixing a business problem, improving a product, service or 

process, or commercialising offered research, increase your bottom line? 

¶ for researchers - How much would improving a product, service or process, or developing or 

adapting a technology, process or test, help with important research outcomes? 

3. Make Contact ï with potential collaborators either informally or through: 

¶ Research Connections, Industry Growth Centres, Cooperative Research Centres, and 

¶ other mechanisms, such as research organisations and societies, or business organisations 

and peak bodies. 

4. Plan and Negotiate ï prepare a plan of your collaborative project, including the use of outputs, 

and develop this plan in detail with potential collaborators using this IP Toolkit to inform the 

approach. Once appropriate internal approval is obtained, negotiate with the potential collaborator 

to reach a collaboration agreement. To do this:  

¶ consider and discuss with the potential collaborator the various elements of the proposed 

collaborative project (see the IP Toolkit Considerations Checklists and Model Term Sheet 

tools that assist in planning)  

¶ use a confidentiality agreement to discuss confidential material (see the IP Toolkit for a Model 

Confidentiality Agreement) 

¶ engage with appropriate internal processes to get approval, then begin collaboration 

negotiations, and  

http://www.business.gov.au/Research-Connections
http://www.business.gov.au/industrygrowthcentres
http://www.business.gov.au/CRCs
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¶ once the collaboration project is agreed, provide the details as contract drafting instructions to 

legal advisers to implement in a contract (the Model Term Sheet in the IP Toolkit, once it 

captures agreed terms, is designed to do this. Model contracts are also provided in the 

IP Toolkit). 

5. Sign and Start your Collaboration Project Agreement (contract) and ensure regular and effective 

communication to aid success. 

¶ The IP Toolkit includes model contracts for collaboration projects of different values and 

complexity. 

¶ Ensure communication channels remain open by meeting and discussing progress regularly. 

IP Toolkit information, tools and contracts are available at www.business.gov.au/IPToolkit.  

Other information is available at IP Australia. 

IP and the overall approach 

What is IP?  

IP, or intellectual property, rights refer to specific rights arising from law (e.g. the Copyright Act 1968). 

Such law mainly provides for the protection of the results of creative and innovative endeavours. 

Examples of IP rights include copyright, patents, trade marks, designs, plant breederôs rights and 

circuit layouts.4 Each type of IP has different legal rights and exceptions. 

For example, patents are granted by IP Australia for qualifying inventions. Similarly, designs (another 

type of IP) are granted where the new and distinctive overall appearance of products qualify under 

design legislation. Copyright automatically applies to qualifying material (e.g. software). These forms 

of IP all have different periods of protection. Also some forms of IP have different periods of protection 

for different categories of material (e.g. ówritten worksô are protected for longer than broadcasts under 

copyright).   

There are two main categories of IP rights, registered and unregistered.  

¶ Registered IP rights are patents, trade marks, designs and plant breederôs rights. These must 

meet certain requirements and if so can be registered (i.e. by IP Australia).  

¶ Unregistered IP rights are those other types (e.g. copyright) that are automatically assigned to 

you provided they meet legislative requirements and do not need registration. (Note: there is 

no register for copyright and circuit layout rights in Australia).   

The main difference between the two categories is that registered IP rights can only be fully used after 

the owner has been granted a legal title after a registration procedure. Conversely, unregistered 

IP rights provide protection automatically and can be used immediately. 

Therefore, when assessing an IP protection right it is important to consider the benefits and 

disadvantages of choosing registered versus unregistered rights.5 

IP rights are commonly described as óbusiness assetsô and they often support investment as well as 

business and research collaborations. IP rights can be sold or licensed.6 They can also greatly 

influence commercial and academic outcomes from collaboration, such as through the ability to make, 

copy, exploit or publish material. IP rights commonly underpin business expansion plans into local and 

global markets.  

Importantly, IP rights can be used as the basis of an improvement (e.g. an improved version of a 

patented invention). Also multiple rights can be the basis of business value (e.g. copyright and patents 

can both cover software). Also different types of IP can apply to different parts of a business 

(e.g. trade marked brand and a patented product). 

http://www.business.gov.au/IPToolkit
http://www.ipaustralia.gov.au/understanding-intellectual-property/ip-for-business/IP-toolkit/
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However, there are also limitations to IP rights, such as other parties being able to use them under 

certain circumstances (e.g. research exceptions). A subset of IP rights can be granted to others, for 

example through a licence. Further information on IP is at Attachment 1 ï Intellectual property 

explained. 

Protection of the value of potential lP  

It is important to recognise at the outset that if you have publicly disclosed your design or new 

invention before applying for registration, you may have lost your ability to protect it.  

A patent may not be granted for an invention if someone publicly discloses the invention before patent 

protection has been sought. For example, discussing an invention with a third party, presenting 

relevant details at a conference or publishing such details may be a public disclosure. This could make 

the invention unpatentable as details of the invention would be in the public domain and it would no 

longer be considered novel (novelty being a requirement of patent registration). 

For patents the critical time in which there should be no prior disclosure of inventions (that can prevent 

a patent grant) is typically the first date that you file a patent application (although there are exceptions 

in some circumstances).  

There are similar issues for design applications. If there has been a potential public disclosure of 

inventions for patents or materials for designs it is an issue highly likely to require legal advice. The 

IP Toolkit provides a Model Confidentiality Agreement that can be used to address public disclosure. 

Why IP is increasingly important in collaboration 

Evidence shows that innovative Australian businesses are more likely to report increased profitability 

and IP is often a key part of commercialising innovation.7  

For the majority of businesses to remain competitive, the development of, access to, and treatment of, 

valuable information such as IP is becoming increasingly important.8 

As an example, there are lots of businesses that make pizza. The pizza business with the best 

processes and software for managing orders, stock and delivery may utilise these to obtain a 

competitive advantage, potentially attracting more customers and making more money than other 

pizza businesses. It is this valuable information (e.g. software, product or service specifications, and/or 

branding) that is becoming more important than traditional infrastructure (e.g. pizza ovens) in providing 

a competitive advantage.  

The software and branding that you use in your business can be protected as IP. Although 

collaboration output can routinely include other valuable output (e.g. confidential information), IP is 

often the most valuable collaboration output. 

Collaboration can result in the creation of new IP in inventions, documents, products, services, 

processes, software and other material (i.e. óproject IPô). Parties also bring IP inputs to collaborations 

(i.e. óbackground IPô).  

Using a pizza business as an example, parties may collaborate to improve software and/or process 

integration so their delivery systems automatically trigger their stock ordering systems. They may also 

collaborate to develop software for point of sale, delivery or customer use such as through a mobile 

app. Parties may also collaborate to make their software suitable for business expansion (e.g. for 

franchising). 

Collaborations can involve complexity in managing the interrelationships between confidentiality, 

publication of information, commercialisation and IP decision making. It is important for parties 
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entering collaborative arrangements to have regard to collaboration outputs, including IP outputs, and 

set out the terms of any agreement in writing before starting to collaborate.  

Collaboration agreements set out the terms and conditions that determine who will benefit from any 

outputs, including IP outputs, from a collaborative project. These arrangements can determine what 

can be sold, published, used or improved upon and how, including under what conditions 

(e.g. royalties), this can be done.   

It is important to consider that the IP position may affect the extent to which a business can use the 

collaboration output in their business. This in turn may influence the investment that the business is 

willing to make in the collaboration. 

Likewise, for researchers, IP arrangements in collaborations may affect their ability to meet their 

objectives of advancing and disseminating knowledge.  

Researchers should also be aware that commercial considerations are generally paramount in 

deciding whether to pursue specific claims and/or claims in specific jurisdictions. 

One way to manage complexity in collaboration outputs is to: 

¶ use the general approaches set out in the IP Toolkit as a starting point 

(e.g. who can use or sell a product), and 

¶ obtain specialist assistance when needed. 

Common collaboration outputs  

An overview of common collaboration outputs is in Diagram 2. 

Copyright, patents and designs are common forms of valuable IP used and created in business and 

research collaboration projects. 

Any output from the project (e.g. products, services or documents) may have a potential value that a 

collaborating party may wish to use or exploit. Unnecessary problems can arise, especially in relation 

to IP rights, if issues are not dealt with up front. For example, a ónon-disclosureô or óconfidentialityô 

agreement should be considered for discussions that can involve confidential material. 

Ways to manage valuable collaboration inputs and outputs  

There are different ways of managing valuable collaboration inputs and outputs. Two possible ways 

include: 

¶ using contractual processes (e.g. contract requiring a committee to determine IP ownership 

for specific elements) to allocate valuable output, and/or 

¶ using physical processes (e.g. lists, restricted access, and/or storage processes) to manage 

valuable output such as confidential information, including know-how and trade secrets. 

Often both methods are used. For example, collaborators may agree that certain collaboration 

materials will be protected by patents in a collaboration contract. Collaborators may also use physical 

processes to limit access to, and publication of, certain material. This can include using mandatory 

data access restrictions, confidentiality agreements and visitor policies. 
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It is important to ensure that data access, confidentiality and other publication restrictions enable use 

of the relevant material and that the intended use of collaboration output, including óproject IPô, is not 

limited by the contract. 

Overall approach  

The IP Toolkit provides a framework to assist collaborators to agree on the material and IP that parties 

bring to the collaboration as inputs and what can be done with the outputs (of which the most valuable 

can be IP) of the collaboration. 

The IP position in each collaboration should follow from the partiesô collaborative project goals and be 

agreed before a contract is put in place. An agreement that includes these goals significantly 

increases the chances of a successful collaboration. As parties may not be able to specify the exact 

output of the collaboration prior to signing a contract it is important to ensure project goals are 

reflected in the IP position as far as possible to avoid future disagreements about IP ownership and 

use.  

The IP position is important as it can protect much of the input and output material in collaboration, 

which may be a prerequisite to one party or the other being involved. For instance, if the main goal of 

collaboration is to commercialise material and this does not happen (say within three years of a 
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collaboration agreement), a desirable IP position may be that the IP arrangement allows those who 

want to commercialise the output to try other avenues outside the collaboration after a set period. 

The IP position in a contract can also unduly restrict parties if they do not consider the impacts of an 

IP position before finalising a contract. Some examples of IP approaches that may need to be 

considered by parties are whether software, writing or images setting out details of a new product or 

service can be distributed (and if so, who by). For example:  

¶ identify which project details can be used in an article by a collaborating researcher during 

and after the collaboration project 

¶ consider a partyôs ability to commercialise and/or benefit from an invention, such as a new 

component used in a product or service developed in a collaboration, and 

¶ identify which party owns and/or benefits from collaboration project improvements to an 

existing invention (whether patented or not) in a collaboration contract. 

By discussing and understanding at the start how these and other inputs and outputs (e.g. third 

party IP and confidential material) could be used by all parties, and agreeing on how to handle them, 

the IP approach can be better settled.  

A carefully defined process can help decision making and can assist in successful collaborations and 

maximising the value of the outcomes(s), particularly in large collaborations. But keep in mind that a 

simple collaboration may only require a simple IP position.  

Case studies and scenarios 

The following case studies and scenarios are examples of different approaches taken by businesses 

and researchers in relation to managing IP in collaboration. They show how each of the collaborating 

parties were, or can be, involved. The approach taken in the case studies is that all parties were 

guided by their goals (i.e. they collaborated with the goal in mind).  

The three tools that form the second part of the IP Toolkit are designed to assist in commercialisation. 

These are:  

a) the IP Toolkit Checklist (a Mini IP Toolkit Checklist is available)  

a) a Model Confidentiality Agreement, and  

b) a Model Term Sheet. 

When potential parties decide on the collaboration approach to be taken, the specifics should be 

negotiated prior to starting a collaboration project. This agreed approach should then be reflected in 

provisions in the contract.   
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Case Study 1 ï Advancing Technology in the Print Industry 

 

Researcher:  

CSIRO ï research expertise led 

to ongoing collaboration on print 

technology. CSIRO registered 

and owned the patent (IP right) as 

it was better placed to obtain and 

defend the patent. However, 

Laserlife Littlejohn has since been 

able to take over full control of the 

patent. 

 

LaserLife Littlejohn (Alex Engel) - Roller display  
at launch in Japan 

 

Industry Partner:  

Laserlife Littlejohn ï the 

collaboration enabled domestic 

and global growth and increased 

market competitiveness. Laserlife 

Littlejohn originally had an 

exclusive licence under the patent 

but has since gained full control of 

the patent. 

Laserlife Littlejohn is a small manufacturing company of about 30 staff that has produced rubber and 

anilox rollers for the printing and packaging industry for over 40 years. Anilox is a method of providing 

a measured volume of ink to a printing plate using a hard ceramic-coated cylinder with cells engraved 

in the surface to hold the ink.  

In 2010, Laserlife Littlejohn collaborated with CSIRO to research and develop a new way to 

manufacture an anilox roller utilising new materials and new technologies. The project was undertaken 

as part of the Victorian Direct Manufacturing Centre consortium. Managing Director of 

Laserlife Littlejohn, Alex Engel, stated that while the company had ideas on how to improve the 

technology they were unsure how to realise them. 

In return for a financial injection to the collaboration, Laserlife Littlejohn was provided with 

collaborative access to scientists, researchers, facilities and equipment. The parties worked together 

on research to produce a new and improved anilox roller. This technology allowed Laserlife Littlejohn 

to grow as a company by offering more services, both domestically and overseas, and increase its 

competitiveness in the market place. Additionally, a long-standing relationship between 

Laserlife Littlejohn and CSIRO was established leading to further collaborations and technological 

developments.  

Obtaining a patent was chosen as the means to protect the IP developed by the collaboration. The 

parties considered that the technology could easily be reverse engineered and therefore keeping the 
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collaboration output confidential would not prevent third parties replicating the product without 

authorisation. The patent was registered and was owned by CSIRO and Laserlife Littlejohn had an 

exclusive licence. Mr Engel stated that originally while the company did not own the IP from the 

project, the outcome was beneficial given the IP ownership responsibilities fell to CSIRO, with financial 

contributions provided by Laserlife Littlejohn. CSIROôs reputation and the resources it had available to 

obtain and defend the patent meant it was in the better position to undertake these tasks. Importantly, 

due to this successful collaboration and business growth, Laserlife Littlejohn has been in a position to 

take over full control of the IP patent. 

Mr Engel attributes much of the success of this collaborative project to planning. He stressed the 

importance of making sure the scope of the collaboration is clear at the outset. Forward planning, such 

as allocation of costs and strict budgeting documented by a written agreement, helped minimise 

potential disputes arising later in the project. He also emphasises the importance of understanding 

risks and that not all research results in a profitable or successful outcome. The involvement of 

Laserlife Littlejohn as not only a financial contributor, but also in a more hands on manner in the 

collaboration, proved beneficial in producing successful outcomes and maintaining the relationships 

with their collaborator. 

  



 

14 

Case Study 2 ï Pipeline Condition Assessment 

 

Researcher:  

University of Adelaide ï gained 

career opportunities and 

employment for researchers and 

graduates with industry 

partner;and retained ownership of 

patents (IP rights). 

 

University of Adelaide (Professor Angus Simpson) 
ï Pipeline 

Industry Partner:  

Detection Services Pty Ltd ï 

improved product and business 

outcomes; and gained exclusive 

licence over patents worldwide, 

with a current focus on Australia, 

New Zealand and Hong Kong. 

The University of Adelaide recognises the benefits and rewards that can come from collaboration with 

businesses. Professors Angus Simpson and Martin Lambert led a team that successfully developed 

and commercialised a new technology in the field of pipeline condition assessment. This technology 

provides a non-invasive method of assessing the condition of pipelines so that the internal condition of 

the pipe wall, blockages, leaks and other damage can be quickly and easily detected.   

Finding the right industry partner to collaborate with is not always easy and the Universityôs experience 

in commercialising this technology was a good example of this. Early collaboration partnerships were 

not successful for a variety of reasons, but failed negotiations around intellectual property were a key 

contributing factor. 

The University of Adelaide is now partnering with Detection Services Pty Ltd, an Australian company 

with operations in Australia, New Zealand, Asia and the Pacific Islands. Professor Simpson describes 

this partnership as very successful. The University has retained ownership of the relevant patents and 

Detection Services has an exclusive licence over the patents worldwide, with a current focus on 

Australia, New Zealand and Hong Kong.   

Professor Simpson notes that collaboration between an experienced industry partner and a university 

can be of great benefit in commercialising new technology because it allows both parties to focus on 

their relevant areas of expertise. In this case, commercial activities such as marketing, sales and 

business planning are carried out by Detection Services, while the University can focus on research 

and use its networks to further develop the technology. It has also provided career opportunities for 

students from the University, with several research and recent graduate students now employed 

full-time by Detection Services.   
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Case Study 3 ï Post Cancer Surgery Laser Relief 

 

Researcher:  

Flinders University ï gained 

detailed medical laser research 

expertise including on conducting 

associated clinical trials, and 

recognition via prestigious 

science awards and international 

conference presentations; and the 

collaboration assisted in 

researcher promotions. 

 

Riancorp (Ann Angel) ï Medical laser product 

 

Industry Partner:  

Riancorp Pty Ltd ï benefitted 

from required clinical data to gain 

regulatory approval for use in 

several international market; and 

retained ownership of patents 

(IP rights) and later patents 

arising from the collaboration. 

Ann Angel is the CEO of Riancorp Pty Ltd, a small company that manufactures laser devices for the 

treatment of post-mastectomy lymphedema. This is a potentially debilitating condition that can affect 

patients following breast cancer surgery. The laser device helps to prevent serious post-surgery 

swelling and discomfort due to the retention of lymphatic fluid. 

Ms Angelôs company collaborated with researchers at Flinders University in South Australia to carry 

out clinical trials to establish the safety and efficacy of their device. These clinical trials are necessary 

to obtain the regulatory approvals needed to market a medical device. Riancorp received an 

Australian Government grant which helped to fund the clinical trials at the University.   

Benefits from this collaboration flowed to both parties. Riancorp received high quality research to 

enable it to gain regulatory approval in many countries. Riancorp also retained full ownership of the 

patent covering the device and of subsequent patents arising from its collaboration with the University.   

Flinders University further developed its expertise in the area of clinical trials and use of medical laser 

devices. Importantly, the University gained professional and international recognition. The graduate 

student who conducted the trials won a prize for their research and presented their findings at an 

international conference in Italy. 

Ms Angelôs relationship with the University has been an ongoing and mutually beneficial one. They 

continue to share knowledge to maintain their respective expertise in this field. Industry collaboration 

is becoming increasingly important for universities and is commonly one of the performance criteria for 
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promotion of academic staff. Ms Angel has been able to provide letters of support for academic staff 

she has collaborated with, which has assisted them in gaining promotions. 

Riancorp exports its medical device all over the world. The Professor who led the research attended 

her meetings with the US Federal Drug Administration to support the application for regulatory 

approval in that country and has also presented the research results in Japan, Korea and 

New Zealand. 

Ms Angelôs advice to potential collaborators is to ensure that you focus on developing a good 

relationship first, then work through the legal matters that need to be handled. A good relationship with 

the researchers who will carry out the work can be instrumental in getting the project smoothly through 

the contract development stage. 
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Commercialisation and IP scenarios  

Scenario A ï The owning party has exclusive rights to commercialise óproject IPô 

(i.e. IP developed through a collaboration) 

The owning party is the only party that may commercialise project IP. This option may be appropriate 

if, for example, the owning party is the ósponsorô (such as a business) and the sponsor has fully funded 

the research. 

Scenario B ï The owning party has first right to commercialise project IP within a certain 

timeframe 

The owning party has the first right to commercialise the project IP. This option may be appropriate if, 

for example, both parties have an interest in seeing the project outcomes commercialised, but one 

party is in a better position to undertake the commercialisation (for example, because its core 

business involves commercialisation). 

However, if the owning party has not commenced commercialising its project IP within a certain period 

specified in the contract, then the other party may request a licence to commercialise that project IP 

on reasonable commercial terms, and the owning party must negotiate the terms of that licence in 

ógood faithô. 

Scenario C ï Either party may commercialise project IP subject to a right of refusal 

This option is generally used for co-owned project IP only. Either party may commercialise the project 

IP unless there is a refusal by the other party. Under this option either party may commercialise 

project IP where: 

¶ they have provided to the other party written notice of the commercialisation with full details of 

the commercialisation, and 

¶ if the other party has not refused permission for the proposed commercialisation within a 

certain time (as agreed between the parties) the party seeking to commercialise the material 

can do so. 

Scenario D ï Commercialisation agreement/strategy  

Parties may choose to agree the commercialisation details of collaboration project outcomes at a later 

date (that is, after signing of the collaboration contract). If so, a party may only commercialise project 

IP in accordance with a commercialisation agreement or commercialisation strategy agreed by the 

parties in writing. 

However, using this approach runs the risk that the parties may not be able to agree the terms of a 

commercialisation agreement or commercialisation strategy at a later date. If this option is chosen, the 

separate agreement or strategy should be agreed as soon as possible after signing of the contract. 

Scenario E ï Either Party may commercialise Project IP as agreed 

This option is generally for co-owned project IP only. Either party may commercialise the project IP 

subject to conditions (these should be set out in the contract).  

These conditions could include how any income will be apportioned. For example, will each party be 

entitled to keep its own income? Alternatively, will the parties share the net income derived from the 

commercialisation of co-owned project IP in proportion to their percentage of ownership of the project 

IP (e.g. 50/50)?   
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If the income is shared, then generally each party will be entitled to recoup costs of 

registration/protection/commercialisation as a first charge from the proceeds of commercialisation and 

this should be stated in the contract. 

It is not uncommon for parties to have different approaches to commercialisation and it can include 

options, for example, based on geography or field of technology. 

Commercialisation conditions 

It is important to note that collaborating parties may agree to apply conditions to any party which 

commercialises project IP. Such conditions should be agreed and captured in the contract. Examples 

of conditions include that: 

¶ the commercialising party must notify the other party or consult with the other party in relation 

to the proposed commercialisation strategy  

¶ the other party must provide its prior written consent to the terms and conditions of any 

agreements entered into by the commercialising party for the purposes of commercialising 

project IP  

¶ commercialisation may only occur in accordance with a commercialisation agreement or 

commercialisation strategy agreed by the parties, and/or 

¶ the commercialising party must pay to the other party a fee - of a specified amount, or on 

reasonable commercial terms, as agreed by the parties in writing. 
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Designing a collaboration 

Key concepts 

Purpose  

This section of the guide provides an overview of key collaboration concepts for businesses and 

researchers to consider before entering into a collaboration.  

Key ideas for collaboration 

Collaboration can involve activities such as cross-training and exchange of staff, inter-organisational 

working groups, common financial arrangements (e.g. cost-sharing of services), the sharing of 

administrative and research data, and joint project management. 

A successful, long-term collaboration will usually start out as one or more short-term engagements. 

Through the experience gained in these engagements, parties are able to develop the following typical 

features of a longer-term collaboration such as: 

¶ a shared vision and commitment to common goals 

¶ deep organisational connections involving regular communication between the people 

involved at multiple levels, and the sharing of information in a strategic (as opposed to an 

ad hoc) way, and  

¶ pooled and/or collective resources or other material in order to show commitment to the 

collaboration and achieve shared goals, and mutual trust.9 

Five parts of a collaboration project 

In order to assist in managing a collaboration, it can be useful to think of a collaboration project as 

having five parts as shown in Diagram 3. 

 


























